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REMARKS

            This is a Request for Reconsideration in response to the Final Office Action issued July 28,

2014.  In addition to requirements to amend the identification of goods and services, which Applicant

has satisfied herein, the Examining Attorney has partially refused registration as to Classes 5 and 11 on

the basis that the mark is likely to be confused with prior Registration Nos. 3,514,415 for the mark

MIST (Stylized) and 1,721,727 for the mark AUTO MIST with respect to those classes.  Applicant

respectfully traverses this refusal.  Applicant has made a request herein to divide all remaining classes

into a new application, and therefore these arguments apply only to the remaining parent application,

which shall contain only Classes 5 and 11.

The Literal Description Of The Mark Should Be Amended—All ClassesI.

            Prior to addressing the likelihood of confusion refusal, Applicant must first traverse the

Examining Attorney’s refusal to amend the literal element of the mark to its correct description

“µMIST.”   The Examining Attorney contends that error cannot be corrected because of the appearance

of the mark as the term “MIST” overlapping the “µ” symbol.   However, Applicant notes that the

transliteration entered in the original application states that the mark is pronounced “Micro Mist.”  



Accordingly, regardless of the description of the appearance of the mark, it is evident that the Applicant

intended to represent the literal element of the mark as “ µMIST.”   Applicant therefore respectfully

requests amendment of the literal element of the mark as applicable to both the parent application and

the newly created child application.
Applicant’s Mark Is Not Likely To Be Confused With The Cited Registrations—Classes 5II.
and 11

            In determining the issue of likelihood of confusion, the Trademark Office must consider the

thirteen evidentiary factors listed in In re E. I. du Pont De Nemours & Co., 177 U.S.P.Q. 563 (C.C.P.A.

1973), which are of record and pertinent to the case.  Depending on the facts of the case, the weight

given to each factor may vary.  Nina Ricci S.A.R.L. v. E.T.F. Enterprises, Inc., 12 U.S.P.Q.2d 1901

(Fed.Cir. 1989), rev’g , 9 U.S.P.Q.2d 1061 (T.T.A.B. 1988); In re E. I. du Pont De Nemours & Co,

supra.  In this case, while several other factors are dispositive in Applicant’s favor and are discussed

below, the most relevant du Pont factor here is the lack of similarity of the marks in their entireties as to

appearance, sound, and meaning.

Dissimilarity of the MarksA.

The Examining Attorney argues that Applicant’s mark is similar to each of the cited registered marks in

appearance, sound, and meaning.  Applicant respectfully disagrees.

            When comparing marks, they must be compared for similarities in sound, appearance, meaning,

and commercial impression.  In re E. I. du Pont De Nemours & Co., 177 U.S.P.Q. 563, 567 (C.C.P.A.

1973).  In this case, Applicant’s mark differs in sound, appearance, and meaning from the cited

registered marks and therefore presents a different commercial impression from either cited registered

mark. 

Sound1.

            Applicant’s mark is quite different in sound from the two cited registrations.  First, as discussed

above, Applicant’s mark is composed of the Greek letter µ, which is pronounced “Mu.”   As also

discussed above, the transliteration of record is “Micro Mist.”   The “µ” symbol is known to be a

variable symbol used in several different contexts, including to represent the term “micro” in metric

system measurement.  See attached Wikipedia pages.  Accordingly, a consumer would read and

pronounce Applicant’s mark as either “Mu Mist” or “Micro Mist.”   Therefore, it is clear that the



sound of either pronunciation is significantly different that MIST or AUTO MIST.

            In addition, a consumer could pronounce Applicant’s mark with either two or three syllables,

depending on which of the above two interpretations they construe when viewing the mark.  In contrast,

the registered marks definitively have one and three syllables, respectively.         

            In the alternative, even if the literal element of the mark is “MISTµ” as the Examining Attorney

contends, the sound of Applicant’s mark would still be distinct from the cited marks as “Mist Mu” or

“Mist Micro” is clearly distinct from MIST or AUTO MIST for the same reasons discussed above.

            While the sound of Applicant’s mark greatly depends on the consumer’s interpretation of the

symbol µ, it is quite clear that either interpretation produces a distinctly different sound than either cited

mark.

Appearance2.

According to the Federal Circuit, a mark must be viewed in its entirety and restricting evaluation of the

similarities and differences between marks to only what is claimed as the “dominant” portion of the

mark is improper. See In re Electrolyte Labs., Inc., 929 F.2d 645, 646, 16 USPQ2d 1239, 1240 (Fed.

Cir. 1990).  The other components of the mark must also be considered.  See In re Hearst Corp., 982

F.2d 493, 494, 25 USPQ2d 1238, 1239 (Fed. Cir. 1992) (“Marks tend to be perceived in their entireties,

and all components thereof must be given appropriate weight”).   Here, it is necessary to consider the

stylization of Applicant’s mark, which is distinctly different from the registered marks.

Applicant’s mark includes the term “MIST” in a light outlined block font superimposed over a large,

dark, and prominent “µ” symbol.  The contrasting colors and highly stylized placement of the terms

distinguish it considerably from the cited registrations.

Registration Number 3,514,415 for MIST (stylized) is in a simple, dark, italicized font.  The mark

appears to almost be in standard characters with a slight italicization.  Registration number 1,721,727

for AUTO MIST has virtually no visual similarity as it is a standard character mark.  Applicant’s mark

is not read left to right in the same way as the standard character form of AUTO MIST but rather the

consumer must mentally decipher the proper order of the terms in Applicant’s mark.  The fact that

AUTO MIST is a standard character mark further lessens the possibility that consumers will be

confused between Applicant’s mark and AUTO MIST because Applicant’s mark will always appear in



the stylized form whereas the registered mark can appear in any number of varying formats.

The only commonality between Applicant’s mark and the cited marks is the term “MIST.”   It is well

settled that there is no automatic determination of likelihood of confusion merely because two marks

have one word in common.  See In re Bed & Breakfast Registry, 791 F.2d 157, 159, 229 U.S.P.Q. 818,

819 (Fed. Cir. 1986) (no likelihood of confusion between BED & BREAKFAST REGISTRY for

“making lodging reservations for others in private homes” and BED & BREAKFAST

INTERNATIONAL for “room booking agency services”); Hard Rock Cafe Licensing Corp. v. Elsea,

48 U.S.P.Q.2d 1400, 1408-09 (TTAB 1998) (HARD ROCK CAFE and Design and COUNTRY ROCK

CAFE and Design dissimilar in appearance; no likelihood of confusion); In re Broadway Chicken, Inc.,

38 U.S.P.Q.2d 1559, 1566 (TTAB 1996) (BROADWAY CHICKEN and BROADWAY PIZZA

dissimilar in appearance; no likelihood of confusion).  In comparing each of the cited marks to

Applicant’s mark, the additional element of design should be considered in the likelihood of confusion

analysis.  See, e.g., In re Electrolyte Laboratories Inc., 929 F.2d 645, 647, 16 USPQ2d 1239, 1240 (Fed.

Cir. 1990) (K+ and design for dietary potassium supplement held not likely to be confused with K+EFF

(stylized) for dietary potassium supplement); Spice Islands, Inc. v. The Frank Tea & Spice Co., 505

F.2d 1293, 184 USPQ 35 (C.C.P.A. 1974) (SPICE TREE and tree design held not confusingly similar to

SPICE ISLANDS and tree design, both for spices); cf. Specialty Brands, Inc. v. Coffee Bean

Distributors, Inc., 748 F.2d 669, 223 USPQ 1281 (Fed. Cir. 1984) (finding a likelihood of confusion

between SPICE VALLEY and SPICE ISLANDS, both for tea). 

In addition, the inclusion of a very distinct symbol in Applicant’s mark provides for a notably different

appearance.  The Examining Attorney states that an additional term in a mark is not enough to

distinguish a mark from a mark with the same dominant feature.  Applicant respectfully submits that the

its mark does not include an additional term, but rather a distinct symbol and Greek letter, which is not

regularly utilized in standard English speech in the same manner as an additional word.  The symbol

gives the mark a distinctive appearance and distinguishes it from either registered mark.

Moreover, even if the Examining Attorney maintains her position that the literal element of Applicant’s

the mark is “MIST µ,” Applicant asserts that its mark is even further distinct in appearance from the

cited mark AUTO MIST based on both the differing first term in each mark (“MIST” vs. “AUTO”)

and the Registrant’s second term vs. Applicant’s symbol “µ.”



Meaning3.

The meaning of Applicant’s mark is undeniably different from the registered mark.  As discussed

above, the symbol “µ” is well known as a symbol for word “micro,” meaning “small.”   It also has

various other meanings, depending on the field of use and the reader’s background and interpretation of

the symbol.  Indeed, the symbol may take on the meaning of the mean in the mathematics, the electrical

mobility of a charged particle in physics, and a chord in music.  See attached Wikipedia pages.

Accordingly, the “µ” symbol creates an inherently different and potentially variable meaning than

either of the registered marks.  There is little ambiguity in the meaning of the word MIST, which likely

refers to mist in connection with liquid, or AUTO MIST, which only adds an abbreviated form of the

word “automatic.”   Applicant’s mark could have several meanings and the “µ” symbol is the starting

point for any interpretation of Applicant’s mark. Regardless of which way the Examining Attorney

interprets the mark— “ µMIST” or “ MIST µ”—the meaning would still be distinct from the cited

marks, i.e. “Micro/Small Mist” or “Mist Micro/Small” vs. “Mist” and “Automatic Mist.”

Commercial Impression4.

            Like the sound, appearance, and meaning of Applicant’s mark, the commercial impression

created by Applicant’s mark is entirely different from that of the cited registrations, MIST and AUTO

MIST.  The Examining Attorney points out that although marks are compared in their entireties, one

feature of a mark may be more significant or dominant in creating a commercial impression.  See In re

Viterra Inc., 671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp.,

753 F.2d 1056, 1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii).  Applicant

submits that in light of the above, it is clear that the “µ” symbol is the distinguishing factor in this mark

and clearly provides a different commercial impression because of its multiple meanings and its

transliterated sound of record, “micro.”   Further, the design element of Applicant’s mark creates a

distinct commercial impression from either registered mark, one in standard characters and one with

very minimal stylization. 

            Moreover, even if the Examining Attorney maintains her position that the literal element of

Applicant’s the mark is “MIST µ,” the commercial impression of Applicant’s mark would still be

distinct certainly from the cited registrations, particularly with respect to AUTO MIST, in which the



dominant portion of the mark is “AUTO,” not “MIST” and which shares no other commonalities with

Applicant’s mark.   

            In view of the differences in the sound, appearance, meaning, and commercial impression of the

marks, the dissimilarity of the marks clearly indicates that there is no likelihood of confusion between

these marks.

Dissimilarity of the Goods and ServicesB.

            Applicant asserts that the dissimilarity of the marks as discussed above is enough to circumvent

any likelihood of consumer confusion.  However, the goods and services identified in connection with

Applicant’s mark are also distinctly different from those associated with the cited registrations.

Registration No. 3514415 for MIST (Stylized)

            The Examining Attorney has cited the above registration as a bar to registration of Applicant’s

Mark in both Classes 5 and 11.  With respect to Class 5, the Examining Attorney specifically cites the

registered mark in relation to Applicant’s disinfectant goods.  Applicant respectfully reserves all

arguments in connection with the dissimilarity of the goods in Class 5 until the Examining Attorney has

reviewed the notable distinctions between the marks as discussed above.  Nonetheless, even if the goods

are considered similar, Applicant points out that the remaining goods in Applicant’s Class 5 goods

cannot be considered similar or related and in fact have not been raised as a basis for this refusal.

            The Examining Attorney cites this mark in relation to Class 11 on the basis of the original

description appearing in the Application, “ apparatus for…ventilating,” which she considers related to

the goods identified in cited registration, “ electric air deodorizers for use with automobile heating and

air conditioning systems.”   However, Applicant has now amended the description of its apparatus used

in related to ventilation to read “ drying apparatus for use in …ventilation systems…”   Clearly, this

description differentiates the goods at issue to clarify that the apparatus can be used in connection with

ventilation systems, as well as for many other purposes, and focuses mostly on the drying elements of

the apparatus, rather than the actual action of ventilating.     

            Moreover, the evidence the Examining Attorney cites from Registrant’s website in no way

demonstrates a connection between electric air deodorizers and apparatus for ventilating.  The mere fact

that Registrant’s goods enable droplets to pass through the HVAC system does not in and of itself relate

to ventilating.  Further, the Registrant’s goods are specific to automobile heating and air conditioning



systems while Applicant’s goods are for ventilation which may be completely unrelated to heating and

air conditioning systems, not to mention specifically automobile heating and air conditioning systems. 

Finally, Registrant’s goods perform the very specific function of deodorizing.  The definition of a

“deodorize” is “to eliminate or prevent the offensive odor of.”   See attached definition from Merriam-

webster.com.  In contrast, Applicant’s goods at issue do not perform this function.  Registrant’s goods

are specifically intended to deodorize, having nothing to do with ventilation, and use an automobile

HVAC system only as a mechanism for performing the deodorizing function. 

Registration No.  1721727 for AUTO MIST

            The Examining Attorney asserts that Applicant’s Class 11 goods as originally stated, “

apparatus for…steam generating, cooking” are similar to Registrant’s goods, “ commercial baking

ovens, and proofers for circulating heat and moisture over dough products prior to baking.”  Applicant

respectfully disagrees, particularly in light of the distinctions between the marks discussed above. 

Nonetheless, Applicant has now further clarified its identification of the above goods at issue, which

further distinguishes Applicant’s goods from those of the Registrant.  The goods as amended read, “

steam generators; steam heating apparatus for industrial purposes; steam heating apparatus for

sanitization purposes; apparatus for the exchange of substances and heat for use in the production of

steam, for use in refrigeration; drying apparatus for use in heating, ventilation systems, air conditioning

systems and refrigeration systems; apparatus for cooking, namely, food processing machines.”   As is

evident, the steam generating function has multiple applications beyond the Registrant’s baking ovens

and proofers such that it is unlikely that many of Applicant’s goods such as steam heating apparatus for

industrial purposes; steam heating apparatus for sanitization purposes would be sold in the same

marketplace or purchased by the same consumers as the Registrant’s goods.  Moreover, Applicant’s

apparatuses for cooking are specifically food processing machines, which are distinct from Registrant’s

baking ovens and proofers which are specifically used with heat and steam.

            Finally, in weighing the issue of likelihood of confusion, consideration should be given to the

“general impression of the ordinary purchaser, buying under the normally prevalent conditions of the

market and giving the attention such purchasers usually give in buying that class of goods.”   W.W.W.

Pharmaceutical Co. Inc. v. The Gillette Co., 984 F.2d 567, 575, 25 U.S.P.Q.2d 1593, 1600 (2d Cir.

1993).  Some conditions of purchase are more conducive than others to the exercise of a high degree of



reasonable care, including the cost of the goods.  See Industrial Nucleonics Corp. v. Hinde Engineering

Co., 475 F.2d 1197, 177 U.S.P.Q. 386, 387 (C.C.P.A. 1973); McGregor-Doniger, Inc.  v. Drizzle, Inc.,

599 F.2d 1126, 1137, 202 U.S.P.Q. 81, 92 (2nd Cir. 1979).  Here, both Registrant’s commercial baking

equipment and Applicant’s heat and steam generators and machines are generally costly items

purchased by sophisticated consumers well versed in their respective industries and with the purchasing

power to make decisions with respect to large ticket items.  Accordingly, significant care would go into

the purchase of each party’s items and therefore it is unlikely that the marks would be confused.

           

            Because Applicant has responded to all issues raised by the Examining Attorney, Applicant

respectfully requests the application be approved for publication.  Should the Examining Attorney have

any questions, she is invited to contact Applicant’s counsel at (202) 585-8220 or (202) 585-8210.

David L. May

Lauren J. Krupka
Nixon Peabody LLP
401 9th Street NW
Suite 900
Washington, DC 20004-2128
P (202) 585-8000
nptm@nixonpeabody.com
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EVIDENCE FILE
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GOODS AND/OR SERVICES SECTION (005)(current)

INTERNATIONAL
CLASS 005

DESCRIPTION

Pharmaceutical and veterinary preparations; hygienic preparations for medical purposes; dietetic
substances for medical use, food for babies; plasters materials for dressings; material for stopping teeth;
dental wax; disinfectants; preparations for destroying vermin; fungicides, herbicides

GOODS AND/OR SERVICES SECTION (005)(proposed)

INTERNATIONAL
CLASS 005

TRACKED TEXT DESCRIPTION

Pharmaceutical and veterinary preparations; Pharmaceutical preparations, namely a drug delivery
system that uses mist as a delivery method; hygienic preparations for medical purposes; veterinary
preparations namely a drug delivery system that uses mist as a delivery method; dietetic substances for
medical use, food for babies; hygienic preparations for medical purposes, namely sanitary preparations
for medical use; plasters materials for dressings; food for babies; medical plasters and medical dressings;
material for stopping teeth; disinfectants; dental wax; all-purpose disinfectants; fungicides, herbicides;
preparations for destroying vermin; fungicides, herbicide.

FINAL DESCRIPTION

Pharmaceutical preparations, namely a drug delivery system that uses mist as a delivery method;
veterinary preparations namely a drug delivery system that uses mist as a delivery method; hygienic
preparations for medical purposes, namely sanitary preparations for medical use; food for babies;
medical plasters and medical dressings; material for stopping teeth; dental wax; all-purpose
disinfectants; preparations for destroying vermin; fungicides, herbicide.

GOODS AND/OR SERVICES SECTION (007)(current)

INTERNATIONAL
CLASS 007

DESCRIPTION

Machines and machine tools; motors and engines (except for land vehicles); machine coupling and
transmission components (except for land vehicles); fuel pumps

../RFR0008.JPG
../evi_20825590221-20150128183610878265_._Deodorize_-_Definition_a...pdf
../RFR0009.JPG
../RFR0010.JPG


GOODS AND/OR SERVICES SECTION (007)(proposed)

INTERNATIONAL
CLASS 007

TRACKED TEXT DESCRIPTION

Machines and machine tools; machines, namely industrial food processing machines; motors and
engines (except for land vehicles); machines for mixing, spraying, baking and cooking food; machine
coupling and transmission components (except for land vehicles); machines for treating and coating
surfaces; fuel pumps; machines for controlling temperature and humidity; hand operated machine tools;
generators; motors and engines except for land vehicles; machine coupling and transmission
components except for land vehicles; fuel pumps for land vehicles; fuel pumps for service stations

FINAL DESCRIPTION

machines, namely industrial food processing machines; machines for mixing, spraying, baking and
cooking food; machines for treating and coating surfaces; machines for controlling temperature and
humidity; hand operated machine tools; generators; motors and engines except for land vehicles;
machine coupling and transmission components except for land vehicles; fuel pumps for land vehicles;
fuel pumps for service stations

GOODS AND/OR SERVICES SECTION (009)(current)

INTERNATIONAL
CLASS 009

DESCRIPTION

Apparatus for running liquids and steams; apparatus for compressing liquids and steams

GOODS AND/OR SERVICES SECTION (009)(proposed)

INTERNATIONAL
CLASS 009

TRACKED TEXT DESCRIPTION

Apparatus for running liquids and steams; apparatus for running liquids, namely liquid analyzers;
apparatus for compressing liquids and steams; apparatus for steams, namely steam sterilizers for
laboratory use; apparatus for compressing liquids and steams, namely pressure controllers for
controlling the pressure of liquid, semi-liquid, and gaseous substances in industrial processes; apparatus
for compressing and releasing liquid and gas, namely, fire extinguishers

FINAL DESCRIPTION

apparatus for running liquids, namely liquid analyzers; apparatus for steams, namely steam sterilizers
for laboratory use; apparatus for compressing liquids and steams, namely pressure controllers for
controlling the pressure of liquid, semi-liquid, and gaseous substances in industrial processes; apparatus
for compressing and releasing liquid and gas, namely, fire extinguishers

GOODS AND/OR SERVICES SECTION (011)(current)

INTERNATIONAL
CLASS 011

DESCRIPTION



Apparatus for lighting, heating, steam generating, cooking, refrigerating, drying, ventilating, water
supply and sanitary purposes

GOODS AND/OR SERVICES SECTION (011)(proposed)

INTERNATIONAL
CLASS 011

TRACKED TEXT DESCRIPTION

Apparatus for lighting, heating, steam generating, cooking, refrigerating, drying, ventilating, water
supply and sanitary purposes; Apparatus for lighting, namely, lamps; Heat generators; steam generators;
steam heating apparatus for industrial purposes; steam heating apparatus for sanitization purposes;
apparatus for the exchange of substances and heat for use in the production of steam, for use in
refrigeration; drying apparatus for use in heating, ventilation systems, air conditioning systems and
refrigeration systems; apparatus for cooking, namely, food processing machines; machines for mixing,
spraying, baking and cooking food; apparatus for water supply, in order to control humidity and
temperature; gas fires; fire extinguishers and fire suppressants

FINAL DESCRIPTION

Apparatus for lighting, namely, lamps; Heat generators; steam generators; steam heating apparatus for
industrial purposes; steam heating apparatus for sanitization purposes; apparatus for the exchange of
substances and heat for use in the production of steam, for use in refrigeration; drying apparatus for use
in heating, ventilation systems, air conditioning systems and refrigeration systems; apparatus for
cooking, namely, food processing machines; machines for mixing, spraying, baking and cooking food;
apparatus for water supply, in order to control humidity and temperature; gas fires; fire extinguishers
and fire suppressants

GOODS AND/OR SERVICES SECTION (012)(class deleted)

GOODS AND/OR SERVICES SECTION (035)(no change)

GOODS AND/OR SERVICES SECTION (040)(current)

INTERNATIONAL
CLASS 040

DESCRIPTION Treatment of substances and materials

GOODS AND/OR SERVICES SECTION (040)(proposed)

INTERNATIONAL
CLASS 040

TRACKED TEXT DESCRIPTION

Treatment of substances and materials; Treatment of substances and materials, namely treatment of
artificial and natural material and a mixture thereof, including metals, wood, ceramics, glass, stone,
concrete, fabric and plastic

FINAL DESCRIPTION

Treatment of substances and materials, namely treatment of artificial and natural material and a mixture
thereof, including metals, wood, ceramics, glass, stone, concrete, fabric and plastic

GOODS AND/OR SERVICES SECTION (042)(current)



INTERNATIONAL
CLASS 042

DESCRIPTION

Scientific and technological services and research and design relating thereto; industrial analysis and
research services

GOODS AND/OR SERVICES SECTION (042)(proposed)

INTERNATIONAL
CLASS 042

TRACKED TEXT DESCRIPTION

Scientific and technological services and research and design relating thereto; Scientific and
technological services namely, research and design relating to environmentally friendly spray
mechanism techniques and processes; industrial analysis and research services; industrial analysis,
namely analysis of industrial fluids; industrial analysis and research services in the field of
environmentally friendly spray mechanism techniques and processes

FINAL DESCRIPTION

Scientific and technological services namely, research and design relating to environmentally friendly
spray mechanism techniques and processes; industrial analysis, namely analysis of industrial fluids;
industrial analysis and research services in the field of environmentally friendly spray mechanism
techniques and processes

GOODS AND/OR SERVICES SECTION (044)(no change)
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 79120984 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

Mark:   µMIST
Application Serial No.: 79120984
Attorney Docket Nos.:
740204-91 (Parent Application—Classes 5 and 11)
740204-110 (Child Application—Classes 7, 9, 35, 40, 42, 44)                   

REMARKS

            This is a Request for Reconsideration in response to the Final Office Action issued July 28, 2014. 

In addition to requirements to amend the identification of goods and services, which Applicant has

satisfied herein, the Examining Attorney has partially refused registration as to Classes 5 and 11 on the

basis that the mark is likely to be confused with prior Registration Nos. 3,514,415 for the mark MIST

(Stylized) and 1,721,727 for the mark AUTO MIST with respect to those classes.  Applicant respectfully

traverses this refusal.  Applicant has made a request herein to divide all remaining classes into a new

application, and therefore these arguments apply only to the remaining parent application, which shall

contain only Classes 5 and 11.

The Literal Description Of The Mark Should Be Amended—All ClassesI.

            Prior to addressing the likelihood of confusion refusal, Applicant must first traverse the Examining

Attorney’s refusal to amend the literal element of the mark to its correct description “µMIST.”   The

Examining Attorney contends that error cannot be corrected because of the appearance of the mark as the

term “MIST” overlapping the “µ” symbol.   However, Applicant notes that the transliteration entered in

the original application states that the mark is pronounced “Micro Mist.”   Accordingly, regardless of the



description of the appearance of the mark, it is evident that the Applicant intended to represent the literal

element of the mark as “ µMIST.”   Applicant therefore respectfully requests amendment of the literal

element of the mark as applicable to both the parent application and the newly created child application.
Applicant’s Mark Is Not Likely To Be Confused With The Cited Registrations—Classes 5II.
and 11

            In determining the issue of likelihood of confusion, the Trademark Office must consider the

thirteen evidentiary factors listed in In re E. I. du Pont De Nemours & Co., 177 U.S.P.Q. 563 (C.C.P.A.

1973), which are of record and pertinent to the case.  Depending on the facts of the case, the weight given

to each factor may vary.  Nina Ricci S.A.R.L. v. E.T.F. Enterprises, Inc., 12 U.S.P.Q.2d 1901 (Fed.Cir.

1989), rev’g , 9 U.S.P.Q.2d 1061 (T.T.A.B. 1988); In re E. I. du Pont De Nemours & Co, supra.  In this

case, while several other factors are dispositive in Applicant’s favor and are discussed below, the most

relevant du Pont factor here is the lack of similarity of the marks in their entireties as to appearance,

sound, and meaning.

Dissimilarity of the MarksA.

The Examining Attorney argues that Applicant’s mark is similar to each of the cited registered marks in

appearance, sound, and meaning.  Applicant respectfully disagrees.

            When comparing marks, they must be compared for similarities in sound, appearance, meaning,

and commercial impression.  In re E. I. du Pont De Nemours & Co., 177 U.S.P.Q. 563, 567 (C.C.P.A.

1973).  In this case, Applicant’s mark differs in sound, appearance, and meaning from the cited registered

marks and therefore presents a different commercial impression from either cited registered mark. 

Sound1.

            Applicant’s mark is quite different in sound from the two cited registrations.  First, as discussed

above, Applicant’s mark is composed of the Greek letter µ, which is pronounced “Mu.”   As also

discussed above, the transliteration of record is “Micro Mist.”   The “µ” symbol is known to be a variable

symbol used in several different contexts, including to represent the term “micro” in metric system

measurement.  See attached Wikipedia pages.  Accordingly, a consumer would read and pronounce

Applicant’s mark as either “Mu Mist” or “Micro Mist.”   Therefore, it is clear that the sound of either

pronunciation is significantly different that MIST or AUTO MIST.



            In addition, a consumer could pronounce Applicant’s mark with either two or three syllables,

depending on which of the above two interpretations they construe when viewing the mark.  In contrast,

the registered marks definitively have one and three syllables, respectively.         

            In the alternative, even if the literal element of the mark is “MISTµ” as the Examining Attorney

contends, the sound of Applicant’s mark would still be distinct from the cited marks as “Mist Mu” or

“Mist Micro” is clearly distinct from MIST or AUTO MIST for the same reasons discussed above.

            While the sound of Applicant’s mark greatly depends on the consumer’s interpretation of the

symbol µ, it is quite clear that either interpretation produces a distinctly different sound than either cited

mark.

Appearance2.

According to the Federal Circuit, a mark must be viewed in its entirety and restricting evaluation of the

similarities and differences between marks to only what is claimed as the “dominant” portion of the mark

is improper. See In re Electrolyte Labs., Inc., 929 F.2d 645, 646, 16 USPQ2d 1239, 1240 (Fed. Cir. 1990). 

The other components of the mark must also be considered.  See In re Hearst Corp., 982 F.2d 493, 494, 25

USPQ2d 1238, 1239 (Fed. Cir. 1992) (“Marks tend to be perceived in their entireties, and all components

thereof must be given appropriate weight”).   Here, it is necessary to consider the stylization of

Applicant’s mark, which is distinctly different from the registered marks.

Applicant’s mark includes the term “MIST” in a light outlined block font superimposed over a large,

dark, and prominent “µ” symbol.  The contrasting colors and highly stylized placement of the terms

distinguish it considerably from the cited registrations.

Registration Number 3,514,415 for MIST (stylized) is in a simple, dark, italicized font.  The mark appears

to almost be in standard characters with a slight italicization.  Registration number 1,721,727 for AUTO

MIST has virtually no visual similarity as it is a standard character mark.  Applicant’s mark is not read

left to right in the same way as the standard character form of AUTO MIST but rather the consumer must

mentally decipher the proper order of the terms in Applicant’s mark.  The fact that AUTO MIST is a

standard character mark further lessens the possibility that consumers will be confused between

Applicant’s mark and AUTO MIST because Applicant’s mark will always appear in the stylized form

whereas the registered mark can appear in any number of varying formats.

The only commonality between Applicant’s mark and the cited marks is the term “MIST.”   It is well



settled that there is no automatic determination of likelihood of confusion merely because two marks have

one word in common.  See In re Bed & Breakfast Registry, 791 F.2d 157, 159, 229 U.S.P.Q. 818, 819

(Fed. Cir. 1986) (no likelihood of confusion between BED & BREAKFAST REGISTRY for “making

lodging reservations for others in private homes” and BED & BREAKFAST INTERNATIONAL for

“room booking agency services”); Hard Rock Cafe Licensing Corp. v. Elsea, 48 U.S.P.Q.2d 1400, 1408-

09 (TTAB 1998) (HARD ROCK CAFE and Design and COUNTRY ROCK CAFE and Design dissimilar

in appearance; no likelihood of confusion); In re Broadway Chicken, Inc., 38 U.S.P.Q.2d 1559, 1566

(TTAB 1996) (BROADWAY CHICKEN and BROADWAY PIZZA dissimilar in appearance; no

likelihood of confusion).  In comparing each of the cited marks to Applicant’s mark, the additional

element of design should be considered in the likelihood of confusion analysis.  See, e.g., In re Electrolyte

Laboratories Inc., 929 F.2d 645, 647, 16 USPQ2d 1239, 1240 (Fed. Cir. 1990) (K+ and design for dietary

potassium supplement held not likely to be confused with K+EFF (stylized) for dietary potassium

supplement); Spice Islands, Inc. v. The Frank Tea & Spice Co., 505 F.2d 1293, 184 USPQ 35 (C.C.P.A.

1974) (SPICE TREE and tree design held not confusingly similar to SPICE ISLANDS and tree design,

both for spices); cf. Specialty Brands, Inc. v. Coffee Bean Distributors, Inc., 748 F.2d 669, 223 USPQ

1281 (Fed. Cir. 1984) (finding a likelihood of confusion between SPICE VALLEY and SPICE ISLANDS,

both for tea). 

In addition, the inclusion of a very distinct symbol in Applicant’s mark provides for a notably different

appearance.  The Examining Attorney states that an additional term in a mark is not enough to distinguish

a mark from a mark with the same dominant feature.  Applicant respectfully submits that the its mark does

not include an additional term, but rather a distinct symbol and Greek letter, which is not regularly utilized

in standard English speech in the same manner as an additional word.  The symbol gives the mark a

distinctive appearance and distinguishes it from either registered mark.

Moreover, even if the Examining Attorney maintains her position that the literal element of Applicant’s

the mark is “MIST µ,” Applicant asserts that its mark is even further distinct in appearance from the cited

mark AUTO MIST based on both the differing first term in each mark (“MIST” vs. “AUTO”) and the

Registrant’s second term vs. Applicant’s symbol “µ.”

Meaning3.

The meaning of Applicant’s mark is undeniably different from the registered mark.  As discussed above,



the symbol “µ” is well known as a symbol for word “micro,” meaning “small.”   It also has various other

meanings, depending on the field of use and the reader’s background and interpretation of the symbol. 

Indeed, the symbol may take on the meaning of the mean in the mathematics, the electrical mobility of a

charged particle in physics, and a chord in music.  See attached Wikipedia pages. Accordingly, the “µ”

symbol creates an inherently different and potentially variable meaning than either of the registered marks.

  There is little ambiguity in the meaning of the word MIST, which likely refers to mist in connection with

liquid, or AUTO MIST, which only adds an abbreviated form of the word “automatic.”   Applicant’s

mark could have several meanings and the “µ” symbol is the starting point for any interpretation of

Applicant’s mark. Regardless of which way the Examining Attorney interprets the mark— “ µMIST” or

“ MIST µ”—the meaning would still be distinct from the cited marks, i.e. “Micro/Small Mist” or “Mist

Micro/Small” vs. “Mist” and “Automatic Mist.”

Commercial Impression4.

            Like the sound, appearance, and meaning of Applicant’s mark, the commercial impression created

by Applicant’s mark is entirely different from that of the cited registrations, MIST and AUTO MIST. 

The Examining Attorney points out that although marks are compared in their entireties, one feature of a

mark may be more significant or dominant in creating a commercial impression.  See In re Viterra Inc.,

671 F.3d 1358, 1362, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In re Nat’l Data Corp., 753 F.2d 1056,

1058, 224 USPQ 749, 751 (Fed. Cir. 1985); TMEP §1207.01(b)(viii), (c)(ii).  Applicant submits that in

light of the above, it is clear that the “µ” symbol is the distinguishing factor in this mark and clearly

provides a different commercial impression because of its multiple meanings and its transliterated sound

of record, “micro.”   Further, the design element of Applicant’s mark creates a distinct commercial

impression from either registered mark, one in standard characters and one with very minimal stylization. 

            Moreover, even if the Examining Attorney maintains her position that the literal element of

Applicant’s the mark is “MIST µ,” the commercial impression of Applicant’s mark would still be

distinct certainly from the cited registrations, particularly with respect to AUTO MIST, in which the

dominant portion of the mark is “AUTO,” not “MIST” and which shares no other commonalities with

Applicant’s mark.   

            In view of the differences in the sound, appearance, meaning, and commercial impression of the

marks, the dissimilarity of the marks clearly indicates that there is no likelihood of confusion between



these marks.

Dissimilarity of the Goods and ServicesB.

            Applicant asserts that the dissimilarity of the marks as discussed above is enough to circumvent

any likelihood of consumer confusion.  However, the goods and services identified in connection with

Applicant’s mark are also distinctly different from those associated with the cited registrations.

Registration No. 3514415 for MIST (Stylized)

            The Examining Attorney has cited the above registration as a bar to registration of Applicant’s

Mark in both Classes 5 and 11.  With respect to Class 5, the Examining Attorney specifically cites the

registered mark in relation to Applicant’s disinfectant goods.  Applicant respectfully reserves all

arguments in connection with the dissimilarity of the goods in Class 5 until the Examining Attorney has

reviewed the notable distinctions between the marks as discussed above.  Nonetheless, even if the goods

are considered similar, Applicant points out that the remaining goods in Applicant’s Class 5 goods cannot

be considered similar or related and in fact have not been raised as a basis for this refusal.

            The Examining Attorney cites this mark in relation to Class 11 on the basis of the original

description appearing in the Application, “ apparatus for…ventilating,” which she considers related to the

goods identified in cited registration, “ electric air deodorizers for use with automobile heating and air

conditioning systems.”   However, Applicant has now amended the description of its apparatus used in

related to ventilation to read “ drying apparatus for use in …ventilationsystems…”   Clearly, this description

differentiates the goods at issue to clarify that the apparatus can be used in connection with ventilation

systems, as well as for many other purposes, and focuses mostly on the drying elements of the apparatus,

rather than the actual action of ventilating.     

            Moreover, the evidence the Examining Attorney cites from Registrant’s website in no way

demonstrates a connection between electric air deodorizers and apparatus for ventilating.  The mere fact

that Registrant’s goods enable droplets to pass through the HVAC system does not in and of itself relate

to ventilating.  Further, the Registrant’s goods are specific to automobile heating and air conditioning

systems while Applicant’s goods are for ventilation which may be completely unrelated to heating and air

conditioning systems, not to mention specifically automobile heating and air conditioning systems. 

Finally, Registrant’s goods perform the very specific function of deodorizing.  The definition of a

“deodorize” is “to eliminate or prevent the offensive odor of.”   See attached definition from Merriam-



webster.com.  In contrast, Applicant’s goods at issue do not perform this function.  Registrant’s goods

are specifically intended to deodorize, having nothing to do with ventilation, and use an automobile

HVAC system only as a mechanism for performing the deodorizing function. 

Registration No.  1721727 for AUTO MIST

            The Examining Attorney asserts that Applicant’s Class 11 goods as originally stated, “ apparatus

for…steam generating, cooking” are similar to Registrant’s goods, “ commercial baking ovens, and

proofers for circulating heat and moisture over dough products prior to baking.”  Applicant respectfully

disagrees, particularly in light of the distinctions between the marks discussed above.  Nonetheless,

Applicant has now further clarified its identification of the above goods at issue, which further

distinguishes Applicant’s goods from those of the Registrant.  The goods as amended read, “ steam

generators; steam heating apparatus for industrial purposes; steam heating apparatus for sanitization

purposes; apparatus for the exchange of substances and heat for use in the production of steam, for use in

refrigeration; drying apparatus for use in heating, ventilation systems, air conditioning systems and

refrigeration systems; apparatus for cooking, namely, food processing machines.”   As is evident, the

steam generating function has multiple applications beyond the Registrant’s baking ovens and proofers

such that it is unlikely that many of Applicant’s goods such as steam heating apparatus for industrial

purposes; steam heating apparatus for sanitization purposes would be sold in the same marketplace or

purchased by the same consumers as the Registrant’s goods.  Moreover, Applicant’s apparatuses for

cooking are specifically food processing machines, which are distinct from Registrant’s baking ovens and

proofers which are specifically used with heat and steam.

            Finally, in weighing the issue of likelihood of confusion, consideration should be given to the

“general impression of the ordinary purchaser, buying under the normally prevalent conditions of the

market and giving the attention such purchasers usually give in buying that class of goods.”   W.W.W.

Pharmaceutical Co. Inc. v. The Gillette Co., 984 F.2d 567, 575, 25 U.S.P.Q.2d 1593, 1600 (2d Cir. 1993). 

Some conditions of purchase are more conducive than others to the exercise of a high degree of reasonable

care, including the cost of the goods.  See Industrial Nucleonics Corp. v. Hinde Engineering Co., 475 F.2d

1197, 177 U.S.P.Q. 386, 387 (C.C.P.A. 1973); McGregor-Doniger, Inc.  v. Drizzle, Inc., 599 F.2d 1126,

1137, 202 U.S.P.Q. 81, 92 (2nd Cir. 1979).  Here, both Registrant’s commercial baking equipment and

Applicant’s heat and steam generators and machines are generally costly items purchased by



sophisticated consumers well versed in their respective industries and with the purchasing power to make

decisions with respect to large ticket items.  Accordingly, significant care would go into the purchase of

each party’s items and therefore it is unlikely that the marks would be confused.

           

            Because Applicant has responded to all issues raised by the Examining Attorney, Applicant

respectfully requests the application be approved for publication.  Should the Examining Attorney have

any questions, she is invited to contact Applicant’s counsel at (202) 585-8220 or (202) 585-8210.

David L. May

Lauren J. Krupka
Nixon Peabody LLP
401 9th Street NW
Suite 900
Washington, DC 20004-2128
P (202) 585-8000
nptm@nixonpeabody.com
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CLASSIFICATION AND LISTING OF GOODS/SERVICES
Applicant hereby deletes the following class of goods/services from the application.
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Applicant proposes to amend the following class of goods/services in the application:
Current: Class 005 for Pharmaceutical and veterinary preparations; hygienic preparations for medical
purposes; dietetic substances for medical use, food for babies; plasters materials for dressings; material for
stopping teeth; dental wax; disinfectants; preparations for destroying vermin; fungicides, herbicides
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Pharmaceutical and veterinary preparations; Pharmaceutical preparations,
namely a drug delivery system that uses mist as a delivery method; hygienic preparations for medical
purposes; veterinary preparations namely a drug delivery system that uses mist as a delivery method;
dietetic substances for medical use, food for babies; hygienic preparations for medical purposes, namely
sanitary preparations for medical use; plasters materials for dressings; food for babies; medical plasters
and medical dressings; material for stopping teeth; disinfectants; dental wax; all-purpose disinfectants;
fungicides, herbicides; preparations for destroying vermin; fungicides, herbicide.

Class 005 for Pharmaceutical preparations, namely a drug delivery system that uses mist as a delivery
method; veterinary preparations namely a drug delivery system that uses mist as a delivery method;
hygienic preparations for medical purposes, namely sanitary preparations for medical use; food for babies;
medical plasters and medical dressings; material for stopping teeth; dental wax; all-purpose disinfectants;
preparations for destroying vermin; fungicides, herbicide.

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 007 for Machines and machine tools; motors and engines (except for land vehicles);
machine coupling and transmission components (except for land vehicles); fuel pumps
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Machines and machine tools; machines, namely industrial food processing
machines; motors and engines (except for land vehicles); machines for mixing, spraying, baking and
cooking food; machine coupling and transmission components (except for land vehicles); machines for
treating and coating surfaces; fuel pumps; machines for controlling temperature and humidity; hand
operated machine tools; generators; motors and engines except for land vehicles; machine coupling and
transmission components except for land vehicles; fuel pumps for land vehicles; fuel pumps for service
stations

Class 007 for machines, namely industrial food processing machines; machines for mixing, spraying,
baking and cooking food; machines for treating and coating surfaces; machines for controlling
temperature and humidity; hand operated machine tools; generators; motors and engines except for land
vehicles; machine coupling and transmission components except for land vehicles; fuel pumps for land
vehicles; fuel pumps for service stations

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the



Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 009 for Apparatus for running liquids and steams; apparatus for compressing liquids and
steams
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Apparatus for running liquids and steams; apparatus for running liquids,
namely liquid analyzers; apparatus for compressing liquids and steams; apparatus for steams, namely
steam sterilizers for laboratory use; apparatus for compressing liquids and steams, namely pressure
controllers for controlling the pressure of liquid, semi-liquid, and gaseous substances in industrial
processes; apparatus for compressing and releasing liquid and gas, namely, fire extinguishers

Class 009 for apparatus for running liquids, namely liquid analyzers; apparatus for steams, namely steam
sterilizers for laboratory use; apparatus for compressing liquids and steams, namely pressure controllers
for controlling the pressure of liquid, semi-liquid, and gaseous substances in industrial processes;
apparatus for compressing and releasing liquid and gas, namely, fire extinguishers

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 011 for Apparatus for lighting, heating, steam generating, cooking, refrigerating, drying,
ventilating, water supply and sanitary purposes
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Apparatus for lighting, heating, steam generating, cooking, refrigerating,
drying, ventilating, water supply and sanitary purposes; Apparatus for lighting, namely, lamps; Heat
generators; steam generators; steam heating apparatus for industrial purposes; steam heating apparatus for
sanitization purposes; apparatus for the exchange of substances and heat for use in the production of
steam, for use in refrigeration; drying apparatus for use in heating, ventilation systems, air conditioning
systems and refrigeration systems; apparatus for cooking, namely, food processing machines; machines for
mixing, spraying, baking and cooking food; apparatus for water supply, in order to control humidity and
temperature; gas fires; fire extinguishers and fire suppressants

Class 011 for Apparatus for lighting, namely, lamps; Heat generators; steam generators; steam heating
apparatus for industrial purposes; steam heating apparatus for sanitization purposes; apparatus for the
exchange of substances and heat for use in the production of steam, for use in refrigeration; drying
apparatus for use in heating, ventilation systems, air conditioning systems and refrigeration systems;
apparatus for cooking, namely, food processing machines; machines for mixing, spraying, baking and
cooking food; apparatus for water supply, in order to control humidity and temperature; gas fires; fire
extinguishers and fire suppressants



Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 040 for Treatment of substances and materials
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Treatment of substances and materials; Treatment of substances and
materials, namely treatment of artificial and natural material and a mixture thereof, including metals,
wood, ceramics, glass, stone, concrete, fabric and plastic

Class 040 for Treatment of substances and materials, namely treatment of artificial and natural material
and a mixture thereof, including metals, wood, ceramics, glass, stone, concrete, fabric and plastic

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Applicant proposes to amend the following class of goods/services in the application:
Current: Class 042 for Scientific and technological services and research and design relating thereto;
industrial analysis and research services
Original Filing Basis:
Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.

Proposed:
Tracked Text Description: Scientific and technological services and research and design relating thereto;
Scientific and technological services namely, research and design relating to environmentally friendly
spray mechanism techniques and processes; industrial analysis and research services; industrial analysis,
namely analysis of industrial fluids; industrial analysis and research services in the field of
environmentally friendly spray mechanism techniques and processes

Class 042 for Scientific and technological services namely, research and design relating to
environmentally friendly spray mechanism techniques and processes; industrial analysis, namely analysis
of industrial fluids; industrial analysis and research services in the field of environmentally friendly spray
mechanism techniques and processes

Filing Basis Section 66(a) , Request for Extension of Protection to the United States. Section 66(a) of the
Trademark Act, 15 U.S.C. §1141f.
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